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REMARKS 

The support for the previous amendment to the claims has been provided in the previously- 
filed response, and as indication has been given that the amendments will be entered upon appeal, 
applicants believe there is no dispute about support. In the process on constructing this 
Supplementary Response, it has occurred to the undersigned that the claim language would be 
clearer if the phrase "wherein said label further contains" were stricken from the last line of claim 1. 
This would reemphasize the closed language of "consisting essentially of." This is for clarity only 
and does not change the scope of the claim. It does not appear that any of the rejections under 
35 U.S.C. § 1 12, paragraph 2, have been maintained. Thus, the only outstanding rejections are 
either for anticipation (claims 1-4 and 7) or obviousness (claims 5-6) over Nie, et al, 
US2003/0148544 as the sole or primary document. 

In the final Office action to which this forms a response, the Office refers exclusively to 
paragraph 22 and its description of figure 5. Applicants assume that the previous action to which 
the Office refers is the action mailed 28 March 2005, which discusses paragraph 69. That 
paragraph, however, clearly refers to what is labeled "F" in figure 5. It is the fluorescent tag 
attached to the target. It is the fluorescent bead labeled "F" that remains constant in all of the 
members of the multiplicity. The cross-hatched quantum dot to which the Office refers, in the last 
Office action, is part of the first characterizing signal generating moieties that compose a 
characterizing signal for the label. The discussion in the previous Office action, regarding Nie's 
paragraph 69, indeed, recognizes that the second signal generating moiety is the tag attached to the 
target molecule that will be in direct proportion to the amount of target present in the sample. 
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So, looking at figure 5, the particles represented by spheres on the left contain quantum dots 
in various ratios that constitute the characterizing hues. The dots marked "F" attached to the targets 
are the "second signal generating moieties." 

That is why the phrase "consisting essentially of distinguishes Nie. Because of this phrase, 
the claimed label can only contain a particulate support with 1) a first signal generating moiety - 
i.e., the quantum dots contained in the large circles in figure 5, 2) a second signal generating moiety 
(which the Office, in a previous Office action recognized as the dot labeled "F" in figure 5) and 
3) at least one reagent that binds specifically to a target for the label. 

The closed language of "consisting essentially of 5 does not permit the inclusion of what 
must be associated with the label in figure 5 - /.<?., the target, because the target brings with it the 
second signal generating moiety, "F." As the claimed labels do not include a target molecule, they 
cannot read on the depictions in figure 5 of Nie. 

Still on the point of the Office' position in regard to what was argued in the Advisory 
Action, the "cross-hatchings" referred to represent quantum dots that are part of the first 
characterizing signal, not the constant signal proportional to target. 

With regard to item 2 referred to in the Advisory Action, the attempt here is to point out that 
if the labels in the claimed composition were to contain target, this would fundamentally change 
their character, and they would no longer "consist essentially of the enumerated items. 

With respect to item 3 of the Advisory Action, the undersigned agrees that the last sentence 
in paragraph 1 on page 5 of the previous response was not particularly clear and a further attempt at 
clarification will be made. The bottom line is that the embodiments shown in figure 5 of Nie do not 
fall within the scope of the claims because all of the labels that actually contain a second signal 
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generating moiety of the description in claim 1, i.e., "F" in figure 5 must also contain the target, and 
the target cannot be included because it is not on the list of items which the labels "consist 
essentially of." The "essentially" part is covered as noted in response to "2" above - because if the 
target were present, the nature of the labels would be fundamentally changed. They would no 
longer be able to bind to anything else. 

It is hoped that this renders the invention more clear. Applicants would appreciate, if the 
clarification has not been successful, the opportunity for a telephone conversation with the 
Examiner on this matter. The approach suggested by Nie for quantitating target is in a sense the 
opposite of that claimed by applicants. Nie attaches the "counter" to the target; the present 
invention attaches the "counter" to the label itself. 

In the unlikely event that the transmittal letter is separated from this document and the Patent 
Office determines that an extension and/or other relief is required, applicants petition for any 
required relief including extensions of time and authorize the Commissioner to charge the cost of 
such petitions and/or other fees due in connection with the filing of this document to Deposit 
Account No. 03-1952 referencing docket No. 388512010900 . 



Respectfully submitted, 



Dated: August 21, 2006 




Kate H. Murashige 



Registration No. 29,959 
MORRISON & FOERSTER LLP 
12531 High Bluff Drive 
Suite 100 

San Diego, California 92130-2040 
Telephone: (858) 720-5112 
Facsimile: (858)720-5125 
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